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REMARKS

Clanns 1-68 arc pending in the instant application. Claims 1-68 have been rejected by .
the Lxaminer under 35 U.S.C, 102, Claims |, 17, 18, 32-42, 50, 55, 59, and 65 have been
amended, ‘T'he Applicants submil that claims 1-68 are in condition for allowance and
respect fully request reconsideration and withdrawal of the outstanding rejections. No new

mafter has heen entered by this amendiment,

Claim Rejeetions Under 35 USC § 102
Claiins 1-68 have been rejeeted uinder 35 U.S.C. 102(b) as being allepedly anticipated

by Ginter ct al,, U S. Patent 6,658,568 B1 (hcrcinalter “Ginter™). “A claim is anticipated only
if cach and every clement as set forth in the claim is found, cither expressly or inherently
deseribed, in a single prior art reference.” Verdegaal Bros, V. Union Qil Co. of California,
814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). Morcover, “[t]he identical
invention must be shown in as complele delail as is contained in the * * ¥ claim.”

Richardson v, Suzuki Motor Co., 8068 1.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir.
1989).

The Applicants traverse the outstanding rejections because Ginter does not teach or
supgest cach and cvery clement recited as required under 35 U.8.C. 102, Applicants® claim |
has been amended in a non-narrowing mannet to better clarify that which the Applicants
regard to be the invention, Support for the amendinent may be found throughoul the
Specification and the Figores.

As amendaed, claim 1 reciles “negotialing a machine-interprelable scrvice
specification between all partics. . defining said scrvice specification to...identify a requestor
and format ol a service request, said request is adapled to contlain infonmation about an
individual whe is not a party to the machine-interpretable service specification.” Ginter
and its progeny (U.S, Patent No. 5,982,891) disclose a “virtual distribution environment”
(VDLE) (scc Ginter *568 col. 9, lines 33-58; Ginter ‘891 col 2, lines 21-35), As implied by its
namyg, the goal of the VDE as taught by Ginter is to distribute clectronic content to various

cnlitics over a nelwork while protecting the ownership/proprictary “rights” of the participants
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in the VDI network (e.g., content providers, licensing cutilies, copyright owncrs, ctc.).
Support may be found, for cxample, in Ginter “891, which teachces a method for “protecting
tights of various participants in clectronic commerce and other c¢lectronic or electronically-
[acilitated {ransactions™ (col. 1, lines 20-23; col. 4, lincs 31-40).

To this end, Ginter teaches a “commerce’ model, or “Distributed Commerce Ultility”
(LCUY including commerce-cnabling DCU systems (c.g., systems 90a-g shown in FIG. 1D
that provide various administrative and support functions) for facilitating commerce-bascd
activitics. By contrast, the features reciled in the Applicants claims scck to prevent and/or
minimize the distribution of information such that only authorized entitics (i.¢., those partics
who are defined in the service specification and are authorized via implementation of
service request) are provided with the information.

In addition, Ginter is devoid of teaching “ncgotiating a...scrvice specification
between all parties. .. [and) defining said service specification to conduct conditional
processing steps required for said service request” as recited in Applicants’ claim 1. Thus,
the partics negotiate and agree upon a service specification which is defined to conduct
condilional processing steps. The only control Ginter supplics to users with respect 1o
sorvices is the abilily to control combinations and the distribulion of scrvices as disclosed in
colurnn 10, line 44 through column 12, line 2. Moreover, the negotiations as taught by Ginter
are dircoted to the specific terms of a contract and not to the process by which a service
request will be handled as reciled in Applicants’ claim 1,

In addition, the implementation of the service request processes as recited in
Applicants’ ¢laim 1 arc not handled in a distributed network architecture as taught in Ginter,
but rather the implementation is facilitated by “providing a sccure co-proccssor in said securc
computation environment for processing said service request’” whercby the securc
computation environment is provided “in said host system™ as recited in claim 1. In fact,
column 7, lines 32-52 of Ginter tcaches away [rom the Applicants invention in that the roles
or processes defined by the Distributed Commerce Utility may be implemented by any
combination of participants in the VDL network, which is precisely the type of behavior that
the Applicants’ invention, as recited in the claims, seeks to prevent. Ginter further teaches

away from the Applicants’ recited foatures by disclosing an extended, distributed capabilitics
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of the DCU proccsses, which provides the ability to distribute and dclegate scrvices (col. 10,
line 62 - col. 11, line 8; ¢col. 11, lines 55-62).

Ginter also fails to disclosc a sccure computation cavironment cxccuting on the host
system as recited in Applicants’ claim 1. Rather Ginler teaches a protecled processing
cnviromment exceuting en a user system (col. 7, lines 32-37), Accordingly, for at least these-
reasons, the Applicants submil that clanm 1 s patentable aver Ginter, Claims 2-16 depend
from what should be an allowable claim 1. Tor at least these reasons, (he Applicants submit
that claims 2-16 are in condition for allowanee, Rcconsideration and withdrawal of the
rejections of clabms 1-16 is respectiully requested.

Claims 17 and 33-41 have been amended in a manner similar to that described above
with respect to claim 1 (with limited exceptions to claims 33, 37, 40, 41, and 42 which rccile
a “contract™ in licu of a **scrvice specification”). Ior at Icast the rcasons outlined above with
respecet to claim 1, the Applicants submit that claims 17 and 33-41 arc also in condition for
allowance. Claims 18-32 depend from what should be an allowable ¢laim 17 and, for al least
this rcason, it is belicved that elaims 18-32 are in condition for allowance. Accordingly, the
Applicanls respectfully request reconsideration and withdrawal of the rejections ol claims 17-
41,

Claims 42, 50, 55, 59, and 65 havo also been amended in a similar manner as
deseribed ahove with respect 1o é]aim 1. lHowever, claims 42, 50, 55, 59, and 05 rccite
featurcs whereby the request contains information about an individual *“who is not onc ol the
service provider, client and at least one other parly” in lieu of “who is not a party to
the...service specilication”™. For al least the reasons outlined above with respect to claim 1,
the Applicants submit that claims 42, 50, 55, 59, and 65 are patentable over Ginter,

Notwithstanding, the Applicams_submit that claims 42, 50, 55, 59, and 65 conlain
patentable material in and of themselves. Claims 42, 50, 55, 59, and 65 recite featurcs

"

directed to “matching.” For cxample, claim 42 recites “determining, in accordance with said
conlract, whether a matceh exists between said first request and said data responsc....if a mateh
resulls from said detenniming slep, providing a notification of said match to said at lcast onc
other parly” whereby the first request is adapted to contain information about an individual.”

Claims 50, 55, 59, and 65 recite similar matching processes. These {eaturcs arc not disclosed
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in Ginter. The only reference to matching in Ginter ‘568 refers to identifying whether two
clearinghouses are the same or whether already delivered content might be accessed (claims 1
and 19). In Ginter *891, a reference to matching is directed to comparing two contro] scls,
which if matched, results in completion of the contract ncgotiation process (Figures 75A-B
and relaled deseription),  Thus, the minimal references to “matching” in Ginter arc not
synonymous with thosc us recited in Applicants® claim 42,

[or at Jenst thesc reasons, the Applicants submit that claims 42, 50, 55, 59, and 65 arc
patentable aver Ginter. Claims 43-49 depend (rom what should be an allowablc claim 42,
Claims 51-54 depend from what should be an allowable claim 50. Claims 56-58 depend
lvom what should now be an allowable claim 55. Claims 60-64 depend from what should be
an atlowable claim 59. Claims 66-68 depend from what should be an allowable ¢laim 65.
For at least these reasons, the Applicants submit that claims 43-49, 51-34, 56-58, 60-64, and
66-68 arc in condition for allowance. 'The Applicants respectfully request reconsideration
and withdrawal of the rejections ol claims 42-68.

Additionally, in a previous Office Action daled December 14, 2004, the Examiner
issued rejections under 35 U.S.C. 102 based upon U.S. Patent No. 6,099,408 1o Schneier et
al. (“Schneicr”). The Applicants further submit that the claims as presented are ncither
anticipated by Schncier, nor rendered obvious over Ginter in view of Schneier. Schucicr
{eaches a paming system that utilizes random number gencration to ensure the confident
exchange of information with keys (Abstract, Figures 2, 3, and 5-18). Similar to the
teachings of Ginter, Schneicr lacks any explicit or suggestive tcaching of a request adaptcd to
contain infonmation about an individual whe is not a party te the machine-interpretable
service specification” Accordingly, for al least this rcason, the Applicants submit that the
combination of Ginter and Schneier would not produce the results as recited in the Applicants
claims. As such, the claims as presented are patentable over both Ginter and Schneier, alonc

or in combination.
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CONCLUSION

It is belicved that the forcgoing amendments and remarks fully comply with the
Oflicc Action and that the claims herein should now be allowable to Applicants.
Accordingly, reconsideration and allowance is requested. I is submitled that the foregoing

amendments amd remarks should render the ense in condilion for allowancc.

Accordingly, as the ciled references neither anticipate nor render obvious that which
(he applicant deems to be the invention, it is respectfully requested (hat claims 1-68 be passed
10 issue, |

{Fihere are any additional charges with respect o fhis Amendment or otherwisc,

please charge them to Deposit Account No. 50-0510.

Respectfully submitted,
MARTIN TRAPP, ET AL.

CANTOR COLBURN LLP
Applicanis’ Attorneys

Bym\,mm@%)v—tm S....
Marisa J. Dubu
Registration No. 46,673
Customer No. 48915

Taate: November 14, 2005
Addrcss; 55 Griffin Road Soulh
Bloomfield, CT 06002

Telephone:  (860) 286-2929
Fax: (860) 286-0115
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